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Claims Ho 1 8 are pending. Claim 14—1 & are added. 

Support for new claim j 4 can be found, for instance, at page 2, lines 25-27; page 10. 
lines 10-14; page 10, lines 24-26; and claim 1 as originally filed. Support for new claims 15-18 
can be found at page 2, lines 12-19; page 10, lines 9-13; page 10, lines 23-25; and in claims 76- 
78 as originally tiled in Application. No. 09/862,022 (which the present application incorporates 
by reference). 

§ 112 Rejections 

Claims i 13 stand x \ nder35US< § 1 1 2, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which Applicant's 
regard as the invention. 

The Patent Office asserts that, claim 1 is indefinite because it is directed to a method of 
bonding to a substrate and the body of the claim does not mention a substrate or a separate step 
of "bonding". 

As explained in MPEP § 2111.02, when the "body of a claim felly and intrinsically sets 
forth all ol the limitations oi the claimed invention, the preamble merely slates, tor example, the 

^ i o v v Uhc i a; . ' ? i > i u of l ie ua med 

invention's limitations, then the preamble isaot cpnsidered a iim \ o f no significance 

to c gin con rug or 

The Applicants respectfully submit that claim 1 as originally filed is not indefinite and 
that one of ordinary skill in the art could readily ascertain the scope of the claimed subject matter. 
The terms "bonding" and -'substrate", provided in the preamble, simply designate an intended use 
for the method described. These terms do not represent a claim limitation and are of no 
significance to the construction of claim 1. 

The Applicants submit that the Patent Office rejection is a result of an inappropriate 
reading of the preamble into the body of the claim. Therefore, the Applicants kindly request that 
this rejection be withdrawn. 
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Claims . 3 are rejected by virtue of being dependent from rejected claim I . The 
Applicants kindly submit thai having overcome the rejection of claim 1, the rejection of claims 
2-13 have similarly been overcome. Applicants request withdrawal of this rejection of claims 2- 
13, 

In order to -further facilitate prosecution, the Applicants have added new claim 14 for 
consideration n 14 conta nguag > e ' ested by the Exarnim 
paragraph 4 of the Office Action. 

.Snstimman e\ t * <. < ( < ^ imdei ^ i. bC ^ 112 

second paragraph, has been overcome, and that the rejection should be withdrawn. 

IlMMePa teMgng Rejection 

Claims 1-13 are rejected under the judicially created doctrine of obviousness-type double 
patenting as purportedly being obvious over claims 1-29 of U.S. Patent No. 6,630.047. 

The .Applicants respectfully submit that this double patenting rejection is improper under 
the third sentence of 35 U.8.C. § 121 and MPBP § 804.01, 

The third sentence of 35 U.S.C. § 1.21 provides that 44 A patent issuing on an application 
with respect to winch a requirement for restriction coder this section has been made, or on an 
application tiled as a result of such a requirement, shall not be used as a reference either in the 
tent and , ^ 1 ftlce ot courts against a d ional c nor oi age nst the 
! ^m 1 a mi cam o <">- aw \su n mv ed on edher of then it tlu u\ ^ 1 - ^ m„ 
before the issuance of the patent on the other application." 

\se\p , x 04.01 thi provision "prohil the use of a patent issuing on 

an application filed as a result of such a [restriction] requirement, as a reference against any 
\wmw u\ . > I huu vo -a x. > 0 <. fo J s . - \ ouu 

The present application was filed on September 19, 2003 trig! da 13 
correspond substantially to claims 46-58 in Application No. 09/862,022 (now U.S. Patent. 
>,63 ht)47 v ivhic ithci < tpplk it oi is i iivisiona 

Claims 1-1 3 were subject to a restriction requirement dated September 25, 2002 (Paper 
#7) in Application No. 09/862,022. Claims 1-13, then claims 46-58, were restricted to Group 11 
The Applicants chose to prosecute the claims of Group I (Response dated October 25, 2002 in 
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Application No. 09/862,022) and subsequently filed the present divisional application directed to 
Group II claims. 

The Patent Office subsequently grouped claims 19, 20. and 76-79 into Group 11 of 
Application No. 09/862,022. New claims 15-18 correspond to claims 76-79, grouped by the 
Patent Office into Group IK and subject to the restriction requirement in Application No. 
09/862.022 Accordingly, the Applicants kindly submit that these claims are entitled to the same 
consideration as those originally filed in the present application. 

O o. > tie ikm , m mi „< < \u the Double Pa?, una .>i o* t ,pi upi.^o 
Applicants respectfully request that it be withdrawn. 

I \ppli< -» 1 ' hat the Applicati is in t m< on foi owancc 
Reconsideration of the application is requested. 

In the event that the Examiner finds it helpful to the continuing prosecution of the present 
application, the Applicants representative invites the Examiner to contact him at the below- 
provided telephone number. 



Office of inte'lkctuaj Pu>peny Counsel 
3M Innovative Propeuics Company 
facsimile No. : 65 1 -736-3833 



December 19. 2005 



Date 
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